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Applicants' election of Group IV (claims 31-33) is acknowledged. Also 
acknowledged are the species elections, i.e., a composition in which trehalose is 
present at a concentration of 45 mM, and the phosphate is present at a 
concentration of 45 mM. 

Applicants have traversed the restriction by arguing that no significant burden 
would be placed on the examiner by examining all of the claims. However, 
the examiner disagrees. In particular, numerous compounds would qualify 

as "polyhydroxy compounds". For example, virtually all proteins would 

qualify, given the serines and threonines. In addition, all polysaccharides would 
qualify. Furthermore, to the exent that claim 31 is novel, an important 

component of that novelty is the limitations on concentration of the "polyhydroxy 
compound" and the phosphate. By reciting weight rather than molarity, 

claim 1 for example extends the range of concentrations of the "polyhydroxy 
compound". And claims such as claim 1 vastly extend the range of 
concentrations of the phosphate ions relative to what is permitted in claim 31. A 
given "polyhydroxy compound" can have several hundred hydroxyl groups, or just 
two. In addition, the term "phosphate ions" is not limited to inorganic 

phosphate. Thus, compounds such as ATP, polynucleotides, and 
phosphorylated proteins would qualify. As matters currently stand, however, 



Serial No. 10/799,462 
Art Unit 1654 



-3- 



the restriction requirement is maintained. Notwithstanding the foregoing, the 
possibility of rejoining a limited form of claim 34 is not precluded. 

Claim 32 is withdrawn from consideration, as the elected composition does not 
contain such. Claims 1-30 and 34-37 are withdrawn pursuant to the restriction. 
Claims 3 1 and 33 are examined in this Office action. 

+ 

Claim 31 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 1 of U.S. Patent No. 
6653062. Although the conflicting claims are not identical, they are not patentably 
distinct from each other. 

There is overlap of the claimed compositions. The molecular weight of 

trehalose is about 342 g/mol. Thus, for example, a concentration of trehalose of 
10% w/w would correspond to a concentration of about 290 mM. In addition, 
the "polyhydroxy compound" need not be limited to trehalose, and as such a broad 
range of molecular weights would be encompassed. 

The obviousness-type double patenting rejection is a judicially established doctrine based upon 
public policy and is primarily intended to prevent prolongation of the patent term by prohibiting 
claims in a second patent not patentably distinct from claims in a first patent. In re Vogel, 164 USPQ 
619 (CCPA 1970). A timely filed terminal disclaimer in conpliance with 37 CFR 1321(b) would 
overcome an actual or provisional rejection on this ground provided the conflicting application or 
patent is shown to be commonly owned with this application . See 37 CFR 1.78(d). 
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Claim 31 is objected to on grammatical grounds. This claim recites the 

following: 

"at least one polyhydroxy compound, where the concentration polyhydroxy" 
First, "where" should instead be wherein since a "polyhydroxy compound" is 
not a geographical location. Second, a preposition should presumably follow the 
word "concentration". 

+ 

Claims 3 1 and 33 are rejected under 35 U.S.C. § 1 12 second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 31 is rendered indefinite because it requires, on the one hand, that the 
medium be aqueous, but on the other hand, permits water to be absent. Thus, is 
water required to be present or is it not? 

+ 

The following is a quotation of the appropriate paragraphs of 35 U.S.C . §102 that 
form the basis for the rejections under this section made in this action. 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a 
printed publication in this or a foreign country, before the invention thereof by the applicant for 
a patent 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 
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(e) the invention was described in (1) an application for patent, published under section 
122(b), by another filed in the United States before the invention by the applicant for patent 
or (2) a patent granted on an application for patent by another filed in the United States 
before the invention by the applicant for patent, except that an international application filed 
under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application 
designated the United States and was published under Article 21(2) of such treaty in the 
English language. 

Claim 31 is rejected under 35 U.S.C. § 102(b) as being anticipated by Spargo (USP 
5,736,313). 

Spargo discloses (e.g., col 8, line 25) a composition that comprises 139 mM 
sucrose and 55 mM phosphate together with platelets. 
Thus, the claim is anticipated. 

+ 

Claim 31 is rejected under 35 U.S.C §102(b) as being anticipated by Yuasa 
(USP 5,753,428). 

Yuasa discloses (e.g., col 8, line 40+) a composition that comprises 5-100 mM 
glycerol and 10-50 mM phosphate together with platelets. 



Thus, the claim is anticipated. 
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No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Lukton whose telephone number is 571- 
272-0952. The examiner can normally be reached Monday-Friday from 9:30 to 
6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bruce Campell, can be reached at (571)272-0974. The fax number 
for the organization where this application or proceeding is assigned is 571-273- 



Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 571- 



8300. 



272-1600. 




